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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 16 and 19 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The specification does not provide enablement for a code sent from the user 
computer to instruct a server to transmit emails directly to the portable device. The 
specification supports "a code is to the host server 120 indicating now the subscriber is 
in the field" on page 7, lines 28-29. 

Specification 

3. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: "code sent from the user computer to transmit the emails 
directly to the portable device" and/or "a code sent from the user computer to transmits 
the emails directly to the portable device by a wireless transmission facility". 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 16, 18-19 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wicks et al., USPN 5,796,394 (hereafter referred to as Wicks) in view 
of Boyer et al., USPN 6,401 ,1 12 B1 (hereafter referred to as Boyer) further in view of 
McHann, Jr., 5,991,806 (hereafter referred to as McHann). 

6. Regarding claim 16, Wicks taught a system for delivering emails to a user 
(abstract), comprising: 

a network-connected server for receiving and processing the emails (column 4, 
lines 1-7); 

a database at the network server for storing user preferences used by the 
network-connected server for processing the emails (column 5, lines 37-52; column 11, 
lines 48-58); 

a wireless transmission facility in communication with the network-connected 
server, for transmitting the emails (column 6, lines 42-46); and 

a portable playback device enabled for connection to a user computer (column 5, 
lines 20-31), receiving emails transmitted by a transmission facility and the wireless 
transmission facility transmits the emails directly to the portable device (column 1 1 , line 
59 - column 12, line 14). Wicks does not specifically detail the interaction between the 
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portable playback device and the user computer. However, Boyer taught a portable 
device displaying the emails as text to the user (column 3, lines 51-57) and wherein a 
server transmits emails to the user computer for download to the portable device via the 
network while the device is connected to the user computer (column 5, lines 43-54). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made that incorporating Boyer's synchronized portable computer in Wick's personal 
communications routing system would have would expanded system utility. The 
motivation would have been to incorporate docketing connections for other types of 
personal digital assistants. 

Wicks does not specifically teach upon disconnection of the portable device from 
the user computer a server is instructed by code sent from the user computer. However, 
McHann taught upon disconnection of the portable device from the user computer a 
server is instructed by code sent from the user computer (column 14, lines 54-64). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made that incorporating McHann's undocking code in Wick's personal communications 
routing system would have improved system robustness. The motivation would have 
been to provide more efficient management of system resources by releasing system 
resources when the portable device becomes undocked. 

7. Regarding dependent claim 1 8, Wicks taught wherein the network is Internet 
network (column 4, lines 1-5). 

8. Regarding claim 19, Wicks taught a method for delivering multimedia emails to a 
user, comprising the steps of: 
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a) receiving the multimedia emails on a network by a network-connected server 
(column 4, lines 1-8); 

b) storing user preferences at a database at the network-connected server 
(column 5, lines 37-52, column 11, lines 48-58); 

c) processing the emails at the network-connected server by accessing the user 
preferences (column 1 1 , lines 48-58); 

d) transmitting individual ones of the emails over the network by the network- 
connected server (column 6, lines 5-10); 

f) editing the user preferences via direct communication from the playback device 
(column 9, lines 1 1-26); and 

transmitting emails directly to the portable device by a wireless transmission 
facility (column 11, line 59 - column 12, line 14). 

Wicks does not specifically teach the interaction between the user computer and 
the portable playback device. However, Boyer taught e) receiving the transmitted emails 
at a user computer for download to a portable playback device connected to the user 
computer and displaying the emails on a display of the playback device (column 3, lines 
51-57); and 

wherein the network-connected server transmits emails to the user computer for 
download to the portable device via the network while the device is connected to the 
user computer (column 5, lines 43-54). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made that incorporating Boyer's 
synchronized portable computer in Wick's personal communications routing system 
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would have would expanded system utility. The motivation would have been to 
incorporate docketing connections for other types of personal digital assistants. 

Wicks does not specifically upon disconnection of the portable device from the 
user computer the network-connected server is instructed by code sent from the user 
computer. However, McHann taught upon disconnection of the portable device from the 
user computer a server is instructed by code sent from the user computer (column 14, 
lines 54-64). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made that incorporating McHann's undocking code in Wick's personal 
communications routing system would have improved system robustness. The 
motivation would have been to provide more efficient management of system resources 
by releasing system resources when the portable device becomes undocked. 

9. Regarding dependent claim 21 , Wicks taught wherein the network is the Internet 
(column 4, lines 1-5). 

Response to Arguments 

10. Applicant's arguments, see page 4-5, filed on January 4, 2006, with respect to 
the rejection(s) of claim(s) 16, 18-19, 21 under 102(e) have been fully considered and 
are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of newly found prior art. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrice Winder whose telephone number is 571-272- 
3935. The examiner can normally be reached on Monday-Friday, 10:30 am-7:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on 571-272-3933. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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Primary Examiner 
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